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Patent Application Disclosure Requirements and
Inequitable Conduct for Failure to Disclose

DOROTHY R. AUTH

Over the years, the disclosure requirements in the United States Patent and Trademark Office (PTO) have evolved from pro-
viding a detailed description of relevant prior art to a simple listing of the art. In recent years, changes to these requirements are
being considered by the PTO, lawmakers, and the courts alike. In the PTO, proposed Information Disclosure Statement (IDS)
rules seek to impose a higher duty on applicants to submit a limited and timely disclosure to the Examiner." At the same time,
legislators are proposing to codify the standards for inequitable conduct, materiality, intent to deceive, and remedies applicable
to a holding of inequitable conduct.? The Court of Appeals for the Federal Circuit appears to be requiring more detailed and
extensive disclosure. Not only public references may be deemed material, but also documents that have never been published
and were never meant for publication.? In addition, documents disclosed, or Official Actions issued, in one application must be
disclosed in related applications even in situations where the related applications are being prosecuted by the same Examiner.*

The current proposal for new IDS rules limits submission to only twenty references, which can be cited prior to the first
Official Action on the Merits (FAOM). After the FAOM and before the Notice of Allowance, any reference cited in an IDS
must also include an “explanation,” providing a detailed correlation between the subject matter of the reference and the ele-
ments of each claim. In addition, a separate statement indicating that each reference submitted is not cumulative of others previ-
ously submitted must be included. If the PTO decides that an applicant’s submissions are cumulative, the PTO may terminate

(continued on page 3)

Why Online Consumer Surveys
Can Be a Smart Choice in

Intellectual Property Cases

BRUCE ISAACSON, JONATHAN D. HIBBARD,
AND SCOTT D. SWAIN

Parties involved in intellectual property litigation increas-
ingly find that their matters require an understanding of con-
sumer attitudes and behaviors. Issues such as trademark
infringement, brand confusion, brand dilution, genericness,
deceptive advertising, secondary meaning, and damages to
brand equity all can require gathering evidence directly from
consumers, often by conducting surveys. Although experts
can also provide opinions, expert opinion alone is often no
longer viewed as sufficient, and the failure to gather evi-
dence directly from consumers can be viewed harshly by the
courts.! As a result, consumer surveys have become crucial
evidence that help determine the outcome of many cases
involving Lanham Act issues.”

When an IP attorney hires an expert to conduct a survey,
what is the “best” way for that expert to gather data relating
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The Debate over the Preferred
System for Protecting Design
in the United States: Patents

Versus Registrations
DAVID R. GERK

A new community design system in the European Union,
new legislation being debated on Capitol Hill,' and the Fed-
eral Circuit’s en banc reconsideration of the law governing
infringement of design patents in Egyptian Goddess* have
placed current U.S. design protection mechanisms front and
center for an evaluation—or at least a checkup. As a result
of these events, the current U.S. design patent system, now
more than ever, is under increased scrutiny and high-level
evaluation by the design community, Congress, and the
courts. Currently, there seems to be agreement only about
the fact that a wide variety of proposals and opinions exist
regarding the characteristics of a preferred system for pro-
tecting and fostering new designs in the United States. A
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Recent Developments in
Intellectual Property Law






